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 IP cases and issues to follow in 2019

 Pending and potential IP legislation

 Recent IP-related regulations and executive actions



CASES AND ISSUES TO FOLLOW IN 2019
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Recovery of Foreign Damages in U.S. Litigation

Helsinn Healthcare S.A. v. Teva Pharmaceuticals USA, Inc., 586 U.S. ___ ( 2019)
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In a Nutshell

 A person may not obtain a patent on an invention that was “in public use, on sale, or otherwise available to 

the public before the effective filing date of the claimed invention” (35 U.S.C. § 102(a))

 In 2001, Helsinn Healthcare S.A. entered into licensing and distribution agreements with MGI Pharma 

concerning Aloxi, a drug that treats side effects of chemotherapy; subsequently, in 2003, Helsinn filed a 

provisional patent application related to Aloxi

 Teva eventually sought approval to market a generic version of Aloxi; Teva argued that the patents covering 

the drug are invalid under the “on sale” bar due to the agreements between Helsinn and MGI

 Helsinn argued that the “on sale” bar does not apply because the agreements with MGI contained 

confidentiality provisions prohibiting disclosure of the details of the invention

 On Jan. 22, 2019, the Supreme Court disagreed, holding that even confidential sales trigger the “on sale” bar

Significance

 Companies must exercise caution when executing transactions that could later be characterized as “sales” 

of an invention; this is particularly true where companies make investments in emerging technologies in 

return for future ownership or distribution rights



Prerequisites for Filing a Copyright Case 

Fourth Estate Public Benefit Corp. v. Wall-Street.com, LLC, No. 17-571 (U.S.) (cert granted)
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In a Nutshell

 Section 411(a) of the Copyright Act provides that a copyright owner may not file an infringement action “until 

preregistration or registration of the copyright claim has been made” (other provisions also allow suit if 

registration is denied)

 There is a circuit split over whether registration is “made” upon the filing of an application for registration 

(Fifth, Ninth Circuits) or only when the Register of Copyrights approves the application (Tenth, Eleventh 

Circuits)

 The Supreme Court will now resolve the issue; oral argument was held on January 8, 2019

 Justices appeared to agree that an application must be approved (or denied) before a suit can be filed

Significance

 Places a procedural hurdle to filing a copyright infringement case that will delay action (average processing 

time is currently six months)

 Delay could result in statue of limitations defense (three-year statute of limitations)

 Advance registration of crucial copyrights will be advisable to avoid these problems



Government Standing in AIA Proceedings 

Return Mail, Inc. v. U.S. Postal Service, No. 17-1594 (U.S.) (cert granted)
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In a Nutshell

 The AIA provides that “a person” may petition to commence IPR, PGR, and CBM proceedings

 The Federal Circuit has held that the U.S. Government (here, the U.S. Postal Service) is “a person” under 

the AIA capable of petitioning for IPR, PGR, or CBM review

 But a general rule of statutory construction provides that “person” does not include sovereign entities unless 

“person” is expressly defined to include sovereigns

 The Supreme Court granted cert to consider whether the U.S. Government is “a person” for the purpose of 

standing under the AIA

 Oral argument is scheduled for February 19, 2019

Significance

 If the U.S. Government is not “a person” under the AIA, it will be unable to seek IPR, PGR, or CBM review

 If the U.S. Government is “a person,” it will be able to challenge validity in both AIA proceedings and litigation 

before the Court of Federal Claims (“CFC”) because AIA estoppel provisions do not apply to cases in the 

CFC



First Amendment Protection for Immoral and 

Scandalous Marks 

Iancu v. Brunetti, No. 18-302 (U.S.) (cert granted)
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In a Nutshell

 In 2018, the Supreme Court held in the Tam case that the prohibition on registering “disparaging” trademarks 

violated the First Amendment (Matal v. Tam, 582 U.S. __, 137 S. Ct. 1744 (2017))

 The Court held that the prohibition was a viewpoint-based restriction imposed by the Government

 The Court rejected the Government’s arguments that trademark registration is government speech or a 

government subsidy; the Court also held that prohibition was unconstitutional even if trademarks are 

commercial speech

 For the reasons articulated in Tam, the Federal Circuit held that the prohibition on registering immoral and 

scandalous marks is an unconstitutional viewpoint-based restriction on speech

 The Supreme Court has granted cert to review the Federal Circuit’s decision

Significance

 Whether “scandalous” marks – e.g., “FUCT,” Brunetti’s clothing brand – may be registered as trademarks



Ability to Raise Section 101 at Outset of Case 

HP Inc. v. Berkheimer, No. 18-415 (U.S.) (cert pending)
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In a Nutshell

 In 2014, the Supreme Court established a two-step patent eligibility test: (i) is a challenged claim “directed to 

a patent-ineligible concept” (e.g., an abstract idea or law of nature); (ii) if so, does the claim include 

“additional elements” that “transform the nature of the claim into a patent eligible application” of the patent-

ineligible concept (Alice Corp. Pty. Ltd. v. CLS Bank Int’l, 134 S. Ct. 2347 (2014))

 In 2018, the Federal Circuit held that the second step raises an issue of fact: whether the claim involves 

more than well-understood, routine, and conventional activities

 A court cannot grant summary judgment if there is a genuine dispute over this fact

 HP has asked the Supreme Court to address whether patent eligibility is an issue of law or fact

 The Court has not granted certiorari, but has asked for the views of the Solicitor General

Significance

 If §101 raises issues of fact, it will be difficult to raise the issue at the early stages of a case (e.g., on a 

motion to dismiss)

 Case could provide the Supreme Court with a vehicle to address confusion created by the Alice test



Standing to Appeal IPR Determinations

RPX Corp. v. ChanBond LLC, No. 17-1686 (U.S.) (cert pending)
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In a Nutshell

 Under the AIA, any “person who is not the owner of a patent” may petition for IPR

 This broad provision allows IPR petitions by parties who would have no Article III standing to pursue a 

declaratory judgment action of invalidity, including companies that are not under imminent threat of suit, 

organizations such as RPX and Unified Patents, and hedge funds using IPRs to affect share prices

 The Federal Circuit hears appeals of Final Determinations in IPR proceedings

 The Federal Circuit has held that entities lacking Article III standing may not maintain an appeal even if those 

entities had standing to petition for IPR

 RPX has asked the Supreme Court to grant cert to review the Federal Circuit’s decision

Significance

 If the Supreme Court refuses to review the case (or accepts review and agrees with the Federal Circuit), 

entities such as Unified Patents and RPX will not be able to appeal adverse IPR decisions

 The Federal Circuit’s decision could also be applied to other petitioners that would have lacked Article III 

standing prior to petitioning for IPR



Recovery of Foreign Damages in U.S. Litigation

Power Integrations, Inc. v. Fairchild Semiconductor International, Inc., No. 19-1246 (Fed. Cir.)
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In a Nutshell

 The Supreme Court held in 2018 that a patent owner may recover foreign lost profits arising from 

infringement under § 271(f)(2) – i.e., from the unauthorized exportation of components of a patented 

invention (WesternGeco LLC v. Ion Geophysical Corp., 585 U.S. __ (2018))

 The Court explained that awarding foreign damages is not an extraterritorial application of U.S. law if 

those damages were cause by infringement in the United States

 The District of Delaware subsequently held that the same logic allows recovery of foreign damages caused 

by infringement in the United States under § 271(a) – i.e., making, using, selling, offering to sell, or 

importing a patented invention

 The Federal Circuit has agreed to consider the District of Delaware’s holding on an interlocutory basis

Significance

 May substantially increase damages available in U.S. patent litigation, particularly for U.S. manufacturers 

who export products for sales abroad

 Non-infringing sales in foreign countries may result in a damages award in U.S. infringement litigation



FRAND-Related Issues to Watch in 2019

 Qualcomm trials

 Ongoing FTC antitrust enforcement action in the Northern District of California concerning Qualcomm 

licensing practices

 MDL class action in the Northern District of California on behalf of purchasers (stayed pending appeal 

of class certification decision to the Ninth Circuit)

 Apple cases against Qualcomm in the Southern District of California (trial scheduled for April 2019)

 Federal Circuit appeal in TCL v. Ericsson case

 Appeal of December 2017 decision from the Central District of California determining FRAND rate for 

Ericsson 2G, 3G and 4G SEPs

 Ericsson argues that (i) it was entitled to a jury trial; (ii) the district court’s “top down” royalty 

assessment violates Federal Circuit precedent and is unreliable; and (iii) the district court ignored 

comparable licenses

 5G licensing disputes

 Three major players – Ericsson, Nokia, Qualcomm – have announced desired rates

 Royalty burden from these three players alone could exceed 5% for multimode handsets

 Expect litigation to commence this year as implementers test FRAND rates
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FRAND-Related Issues to Watch in 2019

 Global forum shopping in FRAND litigation

 UK appellate court has now confirmed that UK courts may compel worldwide portfolio licenses

 4G FRAND rates awarded to Unwired Planet in the UK appear more favorable than rates awarded to 

Ericsson in the United States

 Will other courts try to attract FRAND cases with offers of favorable rates and worldwide jurisdiction?

 Impact of DOJ FRAND pronouncements

 Assistant Attorney General responsible for antitrust division announced that breaching FRAND commitment is not a 

violation of US antitrust laws

 DOJ will instead focus on activities of SSOs

 FTC may still use antitrust laws to enforce FRAND commitments (e.g., Qualcomm case)

 Will DOJ enforcement position alter licensing positions taken by SEP holders?
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POTENTIAL LEGISLATION AND RECENT 
EXECUTIVE ACTIONS
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Pending and Proposed Legislation

 The Fair Trade with China Enforcement Act (S. 2)

 Introduced on Jan. 3, 2019

 Prohibits the export of “national security sensitive technology or intellectual property” to China

 The Prescription Drug Price Relief Act of 2019 (S. 102)

 Introduced on Jan. 10, 2019

 Allows the HHS Secretary to mandate patent licenses for drugs with “excessive” prices

 The Hatch-Waxman Integrity Act of 2018 (H.R. 7251)

 Introduced in the previous Congress on Dec. 11, 2018

 Prevents generic drug companies from filing IPR petitions; deems practice of filing IPR coupled with short selling 

stock to be a manipulative act under Section 10(b) of the Securities Exchange Act of 1934

 The Register of Copyrights Selection and Accountability Act (H.R. 1695)

 Introduced in the previous Congress; hearings held in the Senate Committee on Rules and Administration on Sept. 

26, 2018

 Would require Presidential appointment and Senate confirmation of Register of Copyrights

 The Copyright Alternative in Small-Claims Enforcement Act of 2017 (H.R. 3945)

 Introduced in previous Congress on Oct. 4, 2017

 Creates Copyright Claims Board as an available forum to resolve copyright infringement suits valued at less than 

$30,000
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Recent Regulations and Executive Actions

 Motions to amend in AIA proceedings before the Patent Trial and Appeal Board

 USPTO, Request for Comments on Motion to Amend Practice and Procedures in Trial Proceedings under the 

America Invents Act before the Patent Trial and Appeal Board, 83 Fed. Reg. 54319 (Oct. 29, 2018)

 PTAB would be required to issue a preliminary, non-binding decision on any motion to amend in AIA trials

 This would allow the patent owner an opportunity to address any perceived deficiencies in the motion 

 Changes to claim construction standards in AIA proceedings

 USPTO, Changes to the Claim Construction Standard for Interpreting Claims in Trial Proceedings Before the Patent 

Trial and Appeal Board, 83 Fed. Reg. 51340 (Oct. 11, 2018)

 AIA petitions filed after November 13, 2018 are governed by the claim construction standard articulated in Phillips v. 

AWH Corp., not the “broadest reasonable construction” standard

 Will this impact institution rates?

 The United States-Mexico-Canada Agreement

 Successor to NAFTA

 Addresses numerous IP issues – e.g., standardizes term of copyright protection as the author’s life plus 70 years; 

requires statutory damages for trademark infringement; establishes take down procedures for Internet service 

providers; allows plaintiff to file trade secret materials under seal in litigation to prevent disclosure

 Signed by President, but not yet ratified by the Senate; also not ratified in Mexico or Canada

 Implementation will take 2.5 – 5 years after all countries ratify
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